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The appellant CTousarny, Cuinress Jamaica Liwmited Chere-

inafter referred to as CGuinness) apnlied for tration of

mark "Ting” in et of the manufacture

Terasefruit drink'™.  This avwlication was originally refused by

Fa srounds of similarity to rezisteved

subscnuzntly was accepted and adveriised rur-
suant to Scction 20{1) of the Trade liaris Act (hereinaficr
roferrsd to as the Act).
The respondent, a Corgoration (hevreinafter roferred to
as Ceneral Foods), "organised and c¢cxisting undsr the laws of

r'1 A

tne SBtate of Delaware, U.5.A.7 is the propristor of the mark

Tang' and took up the challesungs presented by the advertisument

by onrosing tho application in veswnect of "Ting™., In a tit-for-

o
[ard

move (uinness applied to the Registrar for ihs removal from

ot
ey
¢4

Rerister of the mar: “Tane,’
There were two applications - the first dated 2nd

arch, 1977 on the following ground:
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"o to the date one mouth befere the date of
this application a continuous yp - ricd of five
(5) cs or longer clapsed durlzg which the
T

5) e
rade mark was a registered trade nar& and
during which there was no bona file wso there-
of in relation to 'powdered prevaraticrs for
“ﬂ‘ ing non-alceholic beveraces® by any ro-
iwtor thercof for the time beins.”

4

ot

f0d the second dated Z24th Aoril, 1979, was based c¢n two ~rounds:

trade
in food and beverages that 1is as
a trade mark on or in relation
powdured wreparaticns for wbklﬂg non-
alcoholic be JLT”OEV would be likely 1o
decwive or cause confusion or LbCTWiSG,
and trne trade wmark TANCG offends apai inst
the wrovisions of Section 13 of the Trade
Marxs Act and ought never to have becn
registered,

1. The word TANC is 30 comnon ©o
&
N

2. The irade mark TANG is not
dlaCthU1bh thp pGWu rpd aY

‘oods Lorporatlon from those of

The mark “Tang’

lovarber 2, 1984 for the manuvfacture and sal:z of “owdered

—

sregsaretions for makine nor-alcoholic beveraces.’
At the hearing beforsz the Registrar ovidenco was tenderad

to the effect that desplte the evarnest endeavours by General

:-e
e}
+)

Foodz since 1272 thers was no sianificant productic

hecausce Ceneral Foods could not overcome certain adverse circumn-

~

stances., The Registrar accested that evidenc: and held, guite

nroserly in my wiew, that such non-use of the nark to
special circumstances and not to zgny intentlon not Lo use or

is
avandon the mark and, cccordingly, General Foods/ entitled to rely

on Soction 2% (3) of the LAct whick nrovides:

“An applicant shall n t be entitled to raly
for th2 purvoses of naragraph (b) of subscction

)

?
owin £O

(1), or for thu purvoses of subsectio
any non-usc of 2 trade mark that is sh
have been duve to special circumgtarco
trade and not to any intention not
abandon the rde mark in relation
to which the application relates.”

o
Fomd

[ "Anplicant™ being 2 person aggrieved seeliiu:

\;Q

vemoval of a registered mark].




Vel ~

,,,,,

ro r

“he then consiceved the apnlication on tic ~rounds that
ihe mark offends Section 13 and is not within Jection 11 (1) (@)

the Act and held:

"1 arree with the awnlicants that the mark is
utterly des tive of the ogponants product
or otherwise decentive., The word is in fact

c
common to t trade and no one trater should
be entitled to the richt of its exclusive u
The mark is thereforc not distinctive and
should never have been revistcered. Although

I adwmit that o descrintive word may become
distinctive, it is necessary to escablish
extensive use of the mark which was nst so in
this case. Althcugh t?e opporents contend that

wide use, »ublicity, marketing and zdvortising
roguired more corent Vl’uﬁbc of ¢nrif Uﬁion it
was not estavlished by ther that thuir mark was

widely used, published,; mark eteu or "uvcrt*sed
in Jamaica. ‘hat use tberL was in Jamaica was
indeed meapre and they cannot thercefore claim
any public revutation in the mark leocally.

In the recent iHv-Line case reported at 197
b4]

. o
£.P.C. 410 advertising in overseas publicati
civrculated locally was relied on tc establi
reputaticn of tha wmark and in the Sheorat

0
ruporbad at 1564 2.P.C. 202 noticu vas taten of
eputation locally despite the fact busincss was
primarily carried on abroad. 1In bothh these case
however it should be notcd thers was ¢ither
local circulation of the publicavious or local
rezutation of the mark.
In thz case before me there was certainly an
absence of evidence te supnort ¢ 1giw‘ ,13 sub -
licatiecn or ¢anutation in Jamaica,

The mark :s descriptive without biing
or otherwise deceptive and O;Luﬂdﬁ L
1Z of the Trade tarks Act.

I therefore order that the Trade X
10527 be expunged from the recister
section 34 of the Trade Marks Act.’

o

On appeal by Ceneral Foods, Walker, J. considered (1)

Section 15(1) of the Act which reals:

Lo a trade
Tister

orr *4) the
Register

"Ia 211 val nrocesdins rel
mark registered in Part A of -
(irciudinﬁ agn iications undor sgcc
origina ] registration in Fart A of
of the trade mark shall, after the w2
seven chra from the Jatr of ¢ distration,
be taken to be valid in all respects, unless -

distinctive
cairst section

ratien of

142




cinencly corrsct interpratation.

the cont

viecicus

13

oy regi

en rouvte

and in

Walker, J. hoewover, in allowing the

particular Cections 13 and 46 aad continuved:

“{a) that registration was obtained by
frava: or

(b3 the trade mark offends acainst the
nrovisions of section 13.7

the following Jicta in the spzech of Lord Diplock in
rade Mark) 1273 R.».C. at ». 333

"What section 41 did was to preclude i
of a trad: mark from the rawister aft
seven vears uvoon any ground of 1nvut1dlty,
such as lack of dlstlncflvanSF which would
have apnlicd o the orieinal reﬁiqtration.
What it 4id wot de, was to »recluds
a mark from the rezister if it had
ikely to deceive as 2 result of h?P*uwurthv
conduct by its pronviztor since the dats of
its original recistration.”

ioval

ofar as the Regisirar's
decision was based on » tinding that the
aprollant’s trade mark was objectionable and
liable to uAﬁJTCtiOH froan the Ferister as
being descriotive withoutr being distinciive,
that decision was patently wrong,and I so find.”

"Accordingly, ins

Counsel for the annellant frankly acreed with this

rejected

mark "Tang' was “isherently

ention tiat the tr:
and that, as such, its us¢ was at the dsots of application
stration likely to deceive or confuse the wublic’” and
to this conclusicnr the. learned Judgze had this te say:

“"Now comus ihc main question wh
on this arvpeal, namzly the que
at the daau of 'lication fO*
of the 14;‘115 s trade mar

the mark was likely to decelv
coan51on in such 2 nanner as to
to protacticy in a court of justico. % suum
a likelihood sxdisted at that timo : owAark

ought not fo i

have been registercd and conse-
auently, the Pegistrar’s decision would be
ustainable .,

Fe then considerasd the relevant wnrovisions of the Act,

2

—

D




quasticn, identified by

werhaps convenient

"I think tnat the guestion nust, t
be asked: what evidence was thvfe ;
vefor:» the Fegistrar on the basis of 9wk
she could nroperly have come to the decisi
at which she arrived? The answer is, of course
none ¢xcert evidence of the gppellant
intention to uss the word "TAN(CY as i
mark which, 175 tha usc¢ of that word
te deceive or cause confusion, wou have
rrovided such evidence. There couvlid hardly
have been any other svidence givon the
factuzl position that the arpellant's or
had not been marketed in Janaica mrior tc thoe
datce of anuli CQthH for registraition of the
mark in 1564, had bezn sold insignificantly in
Jamnaica between the years 1934 to 1570 or 1571,
and nost cortainly b a” not been so0ld in Jamalca
since 1671 Fence counsel for the rusiondent's
submission tkat the likelihood of decoption and/
or confusion lay in tho mark itself. Then, azain,
this was not & case involving a similarity
bectween two trade narks as was the situation in
the Rali Trade #ark, C.E. Tradc ilark and Zno v.
Junn cases. It was not arsued by counscel for tha
vispondent that the aprellant could lawfully have
used their trade mark for the nanufacture of
products other than powdered preparations for
making non-aolccholic beverages for which the mark
was ragistered. In point of fact, in aanswer to
the court durin: the hearing of this =2upeal,
lir, Ceorrz said that this was ncot his contention,
It cannot, I thiak, be painsaid thet the Trade
wark TANG did not pormit of the manufacture of a
nroduct differing basically fron th: 2roduct for
which tht arkx 7as rcglstprmdo Indzsd it 1s on
this basis that I should be preparcd to distinsuigh
fros the instant case the Orlwoola and
heavily relied on by counsel for thoe rosyondent. iIn
the Orlwoola cesoe the word'br]w001?* was held to be
objectionabl: because 1t representaed 2 trade mark
wh*un was for articles made not OuLV of wool ™ut of
worsted auvd hair and the word as s,n%en was likely
to deccive the wublic. Similarly in the Chef case
the word ‘Chs was rejected as a trade rark on
the ground that the use of the word on »printed
matter would have conveyed z direct raforence that
the goods concerned cookery or would be of interest
to c¢ooks when in fact the mark migit have been used
in respect ox goor’ic not so rclatea., & the instant
case the test of wnether or not thc "gvleant“f
product has o cenetryating taste ov slavour nust,
ultimately, he & subjective one. Just as bmauty
lies in the wys of the beholder, so does a penc-
trating taste or flavour (i.c. a tan;} lie in the
gustatory foculty of the consumer.’

tradc

Chef cases so

U
1.

H
i1

As all the grouands ¢f appeal arc in relation to tho
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(i)

(1ii)

(i"u")

(iv)
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for zasy reference I quote the aperative puarts:

That the Le srﬂed Trial Judge erred when
he bheld that

"in instant casc the test of

whether or not the anpellant’s
nroduct has a penetrating taste ov
flavour wust, ultimately, be a sub-
jective one, Just as beoauty lies in
the eve of the beholder, so do:
ﬂerszilng taste or flavour (i.=. a
tang) lic in the gustatory facuvliy of
the consumer.,’

[¥7]
=

The subvjective nature of a tang is *
irrelevant to the case. The foct is
word “Teng” bas a meaning in the English
lancuaze, nanely 2 pencirating tasty or flaveur.
Accordingly it must mean that some n-alcoholic
beverazes have a tang and sone do not. The
question is wnot which beverares zave 2 tang and
which de £. 5o lonr as the trads mark  TANG
can be usud in relation to beverares which do
not havec a tang, then that of itself is cnoughk
to discuniify the mark and dissntitle it to PTO-
tection im Court of Justice by rversson of itz
beingy 13 y to deccive or causoe confusion.

(\
or 6

The Learned Trial Judge erred in atiempting to
distiaguis™ the case of 1. N, 23007 g 00, UTh,
(12i0) 1 Ch., 139 (therw1s» calizd vas CRLWOCLS
casc) and the case of TFE CHEF Trade lMark 1197“)
2,p.C. 147 from the instant ¢a8Z.  1ETTIs subnitted
“nat tiicse cases are on 'all fours® with the

stant cosse.

The Leoarn
the submiss
_[ e ey - F 1 N t " d’h N S YT‘ !T'—“T ( b "'Q Y
10T ...LJ.C-»L..L.).IJ. ox tl‘l'v racae mAara. JANL 1TsS use
was 11Ably to deceive or confuss the public,

erred when he rejected

Bven if, which is denied, the suhjective nature
of a tang 1s relevant to the ca 25 the Learnsd
Trial Juiua thought, it is gubmwt;pd that this
could not ncan that it could not be ascertained
whether o7 nct a beverage had 2 tangz. The sroeper
test in these circumstances would beé whether in
the opinion of *he normal, reasonablis person the
beverace had a pE w,tratl*c tasce 4

f£lavour.,

The learned Trial Judge held thas [zoge 8 of his
Judsment , lines 1 to 4):

ot, I think, bc zainsaid

¢ the Tradn Yark TAMNEC 4id not permit
tb; aanufacture of : et
diffsring ba:lcally fre
for whlch the mark wa

; wreduct
sterad.’

ion that at the date of ihe anplicatien

-

/
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“In view of this, so long as the Traie llark
TANC could permit the wanufacture of 2 wro-

duct without a tang then such a trade mark

should hbe disentitled to protection in a2 Court
of Justice.”

in suvwort of these srounds Mr., Ceorce submitted that in
view of Section & of the Act, registration gives exclusive

rizht to the use c¢f the mark in relation to all soads covered by
it and accordingly the mark permits the nanufacture of drinks
aot having a "Tang'™; - that tzno in the ordinery meaning of the
word smeans a penetrating taste or flavour,” and thercfore the
subjective test used by Welker, J. was totally irrclsvant. e
then 4drew a distinction Letwoen cases where the original rogis-
tration was unobjectionanie but subsequent events tended to render

it invalid by virtue of its likelihood to deceive or cause con-

fusion to members of the wublic and cases where the registratic

«
1

wag invalid at the stoart. Fe cited the G, H. Trade mark (A573)

{sunrz) as illustrative of the former and Lorledl (U.H.) Ltd. v.

Srassiere Co. Inco, (1969)2 All E.R. p. 812 ¢ the latter;

o
A

l‘.l .

[

ha

o

©r

the finding cf the Iogistrar that the mark was likely to
deceive or cause confusion cught to be respected. In this he

rslicd on the case of ., 1. Zrack § Co. Ltd. (1210) 1 Ch. 130

(ceherwise called the Ovlwoola case).

s

Further, that real iuportance should be given to the
cuastion whethker exploiting the trade mark to its fullest extent
would weymit the user to neooduce drinks withowut 2 ‘tang.' te

cited in support The Chef Trade lavk (1978) R.P.C. 143, and

e

wgeers Trade Mark (1877) Flect Street Reports 310.

in renly or.

revistered mark the

[gid
ranl

sl

i

the registered mork enioved the benefit conferred by Section

46 of the ict, Thercfere the avplicapnt nust satisiy the Court:




»K—‘\“t

manufactured were swecifically described and were not in keeping

with tie mark and the same may be said of The

14 2]

-8-

1) That the tiark offends Section 13 of
the Act iv that -
{(a) 1t was likely to cause confusion
te or deceive menbers of the
wuslic and

(b} 5o the extent, 'hat it would be
disentitled fo the nroTectiocn of
tiiz Court.
The Court will only come to such a cownclusion if there
is roal and tangible danger of confusion and that the mere fact

that the word was descriutive was not sufficient. FHo submitted

that the Orlwoola case was distinguishable as the soods to bo

~9 t|1

af case.
These contending submissions will now bLe considered
avainst the background of cortain cases cited or refsrred to
in argument.
Now Mr. Georze's comnvlaint concerning the learned judge's
subjoective treatment was based unon a critical interpretation of

a sentence in the nassarss guoted above.and containing the romantic

notion "beauvty liss in ithe eye of the beholder.” As Ghakespaare

iwore spacifically put it Y[ the lover] - seeska reauty in

a brow of Egynt.” Notwithstanding the trunism in such cliches
warTe a peauty to be describsed as junoesaoue, even to Lilliputian
eyes the phrase would conjure up a beautiful woman of magnificent

-

pronortions and queenly denortment. However, it would be a

<o

disservice to the judement to interpret this passage as the sole

basis for the decision. Ic¢ should be considered in relation
to what precedzd. In so deing, I internret
saying that bzcause of the impreciseness of "Tang” as a degscriptive
word the reality of its existence was so dependunt uson the

nuinion of the consumer, that therc was ne likeliheod of real or

substantial deceoption to the public.

II =




Iis my view, in cascs of this nature, it would bc un-
realistic %o ignore idiosyncratic considerations. The part
plaved by woersonal ovinion in determining cases where the senses
of the ordirnary man render him competent to express an oorinion
was recognisced and expressed in lucid language by Lord Tiplock
in G. . Trade ¥Mark (1873) R.P.T, 297 at »n., 321:

"My Lords, where goods are of a kind which
are not normally z0ld to the general puvlic
for consumption or domestic use but are scld
in a specialised market comsisting of »ersons
engaged in 2 particular trazde, evidence of
persons accustomed to dealing in that mariet
as to the 1ikeT Hocd of decention or confusion
is ¢ssential. . juds 5 tbough he nmust usc his
COMMON Sensa in assz >ssing the Crb11b111iy and
vrobative value of that LVldbﬂyb is noc
fﬁtltlcd to supplement any dpf1c1ency in evidence
of this kind by oiving effect to his cwn sub-
jective view as £o whother or not he himsclf
would be likely to e deceived or confuscid, In
the instant case this would apply to the large
industrial electrical machincry sold under the
Rondel Mark. But where goods are scld to the
geperal public for COﬂsumvtlon 5T domestic use,
the qU¢stloA woethier such buyers would be 11nLly
to be decelved or confused by the use of the
trade mark 15 a 'jury auestion’. Ry that I mean:
that if the issuc had aow, as formerlyn to bo
tried by a jury, wito as members of the sonoere
public would theriscives be potentilal DLyeTs of
the goods, thev would be reguircd not uhlv to
consider any evideace cf other members of the
public which had been adduced but alsc {0 usc
TRCIT OWNn COWMON Sense and TO CONsSider wWhoti or
thoy would themselves be likely to be deceived
or confused,” (Zinnphasis supplied).

It 1s beyond debate that the product in the instant case
is one “for the gencral public for consumption or domestic
use.” It was therefore »nerfectly proper for the learncd judge
to give his carcful considerstion to this aspect of tlhe watter

In Jdaeciding whether or not a registered mark should be-
expunged from the register, regard must be had to the burden
of proof which lies unon the aswlicant.

This burden is not discharyved merely by showing that the

nark is descriptive. The apnlicant has teo rebut the nresumption

of validity cenferred by Secticn 46 which reads:

14

D
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“In all legal procecdings relating to a
registered trade mark (including applications
und‘r secticn 34} the fact that a persom is

registered as prooricteor of the trade mark shell
be prima facie evidence of the validity of the
original registration of the trade mark and of
all subseguent assigzicagnts and transmissions
thereof,’

-~

fnd that validity is impliedly strenghtened by Secticn 15(1)

which limits the area of assault on the validity of a merk that

has been registered for over seven years as in the instant case.
In dealing with aprnlications to expunge, Lord Dinlock

in the G.E. case had this to say (p. 321):

“Where the question of the likelihood of
deception or cenfusion arises upon an
apnlication to expunge a recistered mark
shich has already been the subject of sub-
stantial use, the absence of evidence of
actual confusion having occurred is a notent
factor in determinine whether or not the court
should exercisz i1ts discretion to expunge tic
mark from the register. But it does uct
decide the reievant hypothetical guestion
which must be answzred in the affirmative

before any qnccfz,u of discretion to cxuunge
the mark arises: YWould any wnormal and fair
future use of the nmark, in the course of trade
be likely to causc “c~=t10n or confusion?

Tf actual confusion in the past is proved,

this is a strong indication that gontlnugﬂ

confusion is likclys; Hut the absence of Vv1ﬂunce
¢f past confusion wme y be accounteld for by nu
small extent to wrnich the mark has been uscc

or by special cirvrcumstiances affecting its

nast use¢ which way not continue to operate to
prevent cenfusion in the future.”

Mow the finding of the Begistrar that "Tang” though well
known in the U.S8.A. has not had the necessary popular and long
torm use in Jamaica to acquire distinctiveness’™ has nnt been

-
e

challenzad, It is cgually unarguable that "Tang” 15 2 4

35 -
criptive word. As the learned judge pointed out thert is no
widence of actual confusion and thertfore the answer wust be

to the hypcthetical question defined by Lord Diplock in the

- 1

passape quoted above. It will be of assistance in answering

]

that question to consider the armproach in the decided DZnglish

cases in assessine the likelihkood and the degree of confusicn or

14 B




deception that nmay flow frowm amark based uvnon a descriptive
word or device. Thouph of different numbering the corres-
ponding Engzlish wrovisions arc the samne as the Jamaican in
terms and tencr. In that regard 1 nsider the word ‘confusian®

(“g more appropriate o those cases vhere thnere ave competing nar«s

and the vital ouestion is whether under the mark in cuestion
ooods of one wropriector may be cor likely to he confused with

those of agnother and reserve “decerticn’ and 1ts cognotes {01

those cases where the mark may croate @ wmisleading impressic:
in some othor way about the goods manufactured and sold underw

it. This case f211s within the secoad category so that reported

Ly

cases of comunting warks will be reforred teo for dicta relating

( , te prepositibns of 2 general nature,

in Ths Chef Trade liark, (p. 143)-

applicants applicd to rerister ‘THE

0y plus device in Part /. of the Hesister

in rvespect of 'Printed matter; newspansrs

nd Jvlloﬂlcal publications, photopraphs;

stationery; instructional snd teaching
1atﬂ“1a1 (other than awvnarstus)’ in class 15,
sere had been no ussr of the wmark., The

~-y1>urar$ refusing registration 1an Fart A,

found that the use of the word "Chef’ on

nrintsd matter would convay a direct reference

that the gocds concerned cookery or would be

(”3 of interest to cooks; that the device did not
_ tesson that direct vaference; and that the

mark was not prima faciz dis t1ncrivw when
welied to goods on which 1t would probably

e used. vaistra ion in rt 2 was refused

1s the wmark did nct have SUlflClbﬂt inherent

capacity te distincuish within the meaning of

thé fet; the offer to disclaim eack of the

saparate parts of the mari made no difference.

The Registrar further “cld that any limitotion

specification ¢f zoods covered by the

A
ration to avoid 1he o:c*lon 11 objectiocon
‘mpﬂﬂSlSe the descrivtive significance
of tae mark and thus reinfor

ce the objections
under sections 2 or 10. The apolicants agpealed,

( / Veld, dismissing the aopeal,

~y

(i} the reasoning of the Registrar v

correct .

(i1) the mar® anplicd v, whether the
device ﬂni the words were considerad
separntely or in coHuination, was too
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“descriptive of those roods within the
snecification relating to cookery to gualify
for rergistration; and that if the rmark was wused
on roccds not so related, such use would he
deceptive.” '

In his judzmant the Registrar said (p. 144):

"Cleerly the words TFE CIEF cannot be recarded
as invented and because of the meaning of the
WY C‘«P it seems to me that when used in
relation to Tor examrle printed matter they will
convey o direct reference tinat the roods are

of interest to cocks or 2re alout coolely The
words are a prominsnt part of the mark being
shovn in s0lid black letters in contrsst to the
outiing device and the asr’t is most likely to

be refzrred te in speech ls Tekl CHEF, since words
‘sneal’niore than devices

Now this case was an application by the proprietors to
reqgister a new mark. No presumotions run in their favour. Thoy
had to dischargze the burden of proving that the mark was not

offensivs and ¢id not transeress the provisions of the Act. The

mark was held unet only to be descrivtive but to be deceptive in

that the goods d4id not conform with ths descrintion of the mark.

~

It is howsver worthy of note,in that,in ecivine the judrnent
s b4 o pl £

of the Board of Trade, ', Y. Falcomer, Egg., O.0. ended thuos

(». 147):

"1 would, however, noint out that the decision
sealed from was in resvect of an anplication

to resister 2 new and unused mark and is upheld
on that basis. EBut in view of it having been
concaded on behalf of tie Te~istrar that the
device part of the nark wossessed some inherent
distinctiveness, rejection of this acpeal is not
to by taken as excludias the possibility that

the apslicants may at some future date, after
an appropriate veriod of use, be able to establish
on a fresh apmlication that the mark has., by such
use, rcouiredsufficient distinctiveness or a
Sufflhleﬂt capacity to distinsuish 2s to qualify
for rueistration.’

2

$

From this case two principles may be extracted:

setion whsther or
1?ood of decention

(1) determining the ¢
not there is the li?
thz mark on the one 1¢ end the descrin-
tion. of the 9oo0ds to ¢ manufactured under
the mark on the other are co-relative con-
siderations, and

"'":!
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(1i} i mark refused on am original application
may nevertheless after long term use acquire
sufficient distinctiveness that the goods
swanufactured thereun’sr are no longer
Loceptive

The importence of the descrintion of the goods in
determining whether there was the lizlilood of decention was
e 1llustrated in the case of the aprlication of Ladislas JellineXk

.

- (1946} 53 R.P.C. 29:

mmlicant apnlied ow &th May, 1941, to
revuaaer the ﬂcv1cc of a panda together with the
word ‘Fanda' in class Z for shoe rolish. The
“fU]1VaL10ﬂ was opposed by ihe proprietors of a
similar ‘Panda’ mark re {ist*reﬁ in respect of
stocs., The Ovponents contended that, having
] to their own reristration, it would be in
riravention of Secs., 11 and 12 (1) if the Ap,li-
; mark was allowed to be registered; they
that shoe 901151 was within the same
cccrl;tlon of poods as hoots and shoes,and that
a number of shoe nanufacturers marketed shoes and
shoe nolish under the same mark, and that if the
siicant was allowed to rvesister his mark, the
licant’s shoe polish would be believed by the
ic to be the manufacture or merchandise of ths
nzat s, Thcy further alissed that boots and
under their trade mevrk ‘Panda’ were on the
at the date of the licant’s application
icant Jdenied that shos wolish was withia
description of wvoods as boots or shoes,
contended that there were only a very few cass
whire a trader had the same wmark for boots or s
ard also for ”olLans that there wsre cases w
different traders used the same mark for these tu
classss of articles, and that the main channels for
the sals of shoe Folxsxu svecers' and dry-
e salters’ shons and oths where boots or shoas
<_’ were not sold.”

No evidence of actual confusion was adduced. Idvershed, J,.
approved of the following amongst otper nropositions submittead
by Counsel for the ouponent (. 7&8M:

1) e n s e e s e o e e on o s o e e s s aenes e

(z2) Tt is not n@cossary; in ordzr to find

2t a mark offends apainst the section,
DTOVE that therz is an actual proba-
iity of deception leading to a nassing-
f€. It is sufficient 1€ the result of
¢ user of the wmark will be that a nuaber

\

€ mersons will he caused to wonder whethar
it mickt not be the case that the two »nro-
ducts coae from the same scurce. It is
cnouck if the ordinary perscn entertains a2
veasonable doubt.,
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but apvlied to it what I regard as 2 ridesr ir the following

passage, (¢. 78):

N

U1 would mevrely add, with rerard to the second
ct them, the fellowins extract frow the judament
of the late Farwell, J., in Bailey's case,
renorted in 52 ROP,CB, 135, at page 153: 'I
think that the Court has to be satisfied not
merely that there is 2 vossibility of confusion:
I think the Court must bz satisfied that there
1s a r=al tansible dancer of confusion 1f the
rark which 1t Is sought To repister 1s put on
the Register' ., ” (Emphasis suoplied)

And after revisving the evidence said inter alia, &. 79):

"Iin my judement, however, there is no real
evidence, thaet any membars of the public had,
the ¢th May, 1941, become acouainted with
ania’' footwear at all.®

Bl

And concluded thus, (. 280):
“Favirg decided, 1 ‘ow*ve* rstly that shoe
in resonect of whlch the Avnplicant is

K to register his mark, is not of the

sane Caogrlntlop of poods as footwear, and

secondly. that there is no rcnsonﬁble likelihood

ot coniusion if the Ap 0A1Cﬂﬂl s mark is

ragistered, I do not think that any cther ground

of objection would justify me in concluding that

thie application should be refused. In my jude-
© caonct be said in the words of Lord

X iP Aristoc, Ld. v. ys*a Ld. 61 R.P.C

{ 1345} A.C, at ». 104) H1t ‘there 1s

h gcneral risk of Fﬁnf1540ﬂ which 1in the

puvlic interest should 00t be authorised'’.”

('{ r

Tiiis was a case of alleged confusion. Although there w

similarity in the marks the products were diiferent and the

opponents had such limited use of the mark that there wa
no general risks of confusion,

The casc however, demonstrates that there must be esiab
a real and gereral risk of confusiorn or decention in the goods
be preduced under the mark.

In the matter of the application by Otto Seligmann for

Registration of a Trade Mark LX¥I R.P.C. 52:

S

lisned

5 (0

g
‘—‘\‘AA
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”Co having applied for r»pistration of
Tinstant Dlﬂ“ for all gcods in Class 3,
J*thouw cv:depce of user, registration was
on the grcunds that ¢he words had
lefLL Vefgrcvce to the cFarart 2y or quality
of the ccods; were neiths ndanted to dis-
1ish® noy inhoere nle Ca?qble of dis-

bﬁ ccpatlvb 1f applied to goods which did

iishing' the goods of cvhe Applicant: would

a0t form 'dizs' and were lizhle to cause con-

fusion with an earlier 'Dip’ mark, The
Asplicant appealed to the Court.

Feld on apoeal (1) That since the combination
"Instant Dip" mlfht »ossibly (thourh not
necessarily) be understood as a direct
reference to the characiter or quality cof the
govods, the decision of the fearing Officer
that the mark was not registrable in Part A

could ot be disturbed,
application should be r

for further consideratior
Yoge

in Part .

¢ {2) that the
tted to the (Office
of

judement Lloyd-Jacob, J. said, {». 54):

nay be dipped

cleaning, bleaching and dyeing oreparation

its reeistrability

"It was conceded that ths material objection

sn far az fec. 9 was concerned was that

contained in Section 8 (3) (3) of the Act.
[Bection 11 (1) (@) - Jﬂdﬁk an Fctj; “The
Azalicant accewnted the burdern that he nust
satisfy the Registrar that to: mark anplied
for 4id not contein or consist of a word or

woerds having direct reference to the character

or cuality of the soods. As I have alrecady

indicated, the mark apulied for consisted of
the two words ‘Instant Dipn', and it was applicd
for in respect cof all coods in Class 3, but that
included a number of 11fu1u mrevarations for
cleansine, colouring, wolisiaine and clearning,

and to Lnat extent ]t wnxl& anpear to bo
reasonably plain that, if the wore "dip' 1is
in 1l

connotation whicl is set out in ‘'Webstorfs®

dictionary, thewark aprlied for did contaln a
S8

word kaving a direct refercnce to the character
or fguality of the goods, sxespt in so far as

I

meaning was modified by the prese ncb in the mark:

1onlied for of the word Vinstant’

then counsidered and accepted ihe meaning of "Din”

lobster's Dicticomary - A liguld prevaraticn into which obiccts

ov

for clzansing, colouring,

lacavering,

as 2 staining dio,” and n:ld that the Repistr

justified in councluding that the use of the mark in relation

('I‘

reference to the character and cuality of the foods.

OT1f

&

]

s

)
423

must be recarded

‘inally descrioed in the application wervre




preparations from plastics for use as substitutes for
laundry “starch’. Fowever at the apneal stage, the applicant

desired that rewistration of the mark . be limited to "liguid

The learaed <trial judge then held that the Registrar cawne
o to the right conclusion when he held, {p. 55):

7ees.s that the mark as apvnlied for was
susceptible of registration, having

d to the fact that it did include
atter the use of which would be likely to
deceive; and he did so because the classi-
fication of goods in r~snbc1 of which the
registration was soughit included materials
which could not, 1 any C;TCUﬂSt ainces , he
the subject matter of 2 £iv in the sense that
they could not be convartsd into or did not
constitute liguid prewnarations.”

With respect to the amended Jdescripiion he went on to say,

) (. 56):

7In thosc c1rcu%stanc<sq the bost way of dealirn
with the case will be 1t i should support th
decision so far as it dca with the gpllcatlom

und Zec. 9 of the Act,‘out to say thats having
vt to the applicatiovn to amend the classi-
aticn of good introduced on the awpeal, the
should be referred to the Registrar of
werus for consideraticn of that applicaticn
3¢, 10 of the Act; and that, as far as

ns the passages i the decision which deeal
yiections to an applic tion under Sec. 10,
e not conclusive acainst success for such
lication.

&w’ In the course of his judgment Lloyd-Jacob, J. obscrvad:

".... I Jdo not necessarily accent the view that
C usion 1n the trﬂio mars ot some 1ndirect
e _to 3, ﬂvnllty D’SL necessarily exclude

ﬁ %“‘

AL
-~

3

P

2
>

t
r
r

vyl That 1s a
mattar whlch must deﬂwﬂc Unon th@ Tacts ot cach

case. ™ (Emphasis mlnu)
In re fusears Trade Mark - (A975) Fleet Street Reports, IZ1G:

. TThe 30ﬂlirﬂnts applied on motion to expunge the
( ) mari FUCCARS from the ropistiar pursuant to

- section 2& o*F the Trade Marks Act 1938 on the
graund of nsn-use., They contended, in the
nlternative, that the reaspondents had never
nroresed to use the marg in rslation to coods
FEUCCARE was thercfore net a trade nark
definitien of section 68 of the Act

P

G
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snt to be rvemoved from the rvagister |
to section 32,

-r from the evidonce that in 1871
ents had decidzd to adopt the

g “,F for a ranpge of casual clothing
4 that since that time sy had rqae
extensive use of that nanc. The respondents
i wlied to register the nark B CC”R“

v, following objection frow the Registry,
-ud in fact-registered the mark HUCGARS

soongents conternded, inter alia, that
'.r to swc*lor 50 of the Act, account

he taken of the usce of the mark FUGCERS,
ree 1t was a mark not subscantially different
c HUCGARS, ™

In grantins the ayplication it was held:

) That the applicants were persons
argrieved with 2 sufficient interest to
sustain the application.

(23 That in all the circunstance

o rizht to regard tlz asavk FUGCE!

) - srimarily in a visual context. FUCCERS
was immadiately suerestive of the

quality of the clothing, a 5u0gb>tinn

wnuch ] 3$S likely to be derived {rowm

FUCCARS, ”IGCQpV could not, therefore

be zcceptea as PULGLERS with an altcra-
tion not substantialliy affeciing its

identity.

(Z) They were no sufficiunt grounds for the
zxercise of the court's discretion to
refuse the relief sought.”

(olding, J. in the course of the judgrment said, (p. Zi5):

{ ) THUGCARE to my nind (and the woint occurred to me
— befors I had heard it developed in speeches of
ccunsel or had ssen anay of tue evidence or exhibit
in relation te such clothing as the respondoent 5o

i t with an is dmmediately suggestive of
a v of the clothing., Those who have walkzad
a the pevements behind va une peonle, or who

ir oY ”SlLO youns weonle ard
oware that it is or has been ths fasaion, gor-
elarly with jeans, to rave ticht and close fitting
vts5,.  HUGCERS, =s¢lt in the ordinary way with

is 31”1“4V sugrestive of that. iy view, whic™
is that of the -istrarfs officer, thoush no
have had much longer to consider it, is that that
tion is much less Likely %o be derived from
Sosyelt with an AT, Mo doubt somconc 1o

undercround trains oy

e
e

- a0 o

..

o=
(¥

A

~ cliosely and comsciously ot the words in connec ]
jaans or other casual clotring, and acustomed to

thi n,l“g about words, wouvld oot the point. However,
it is very far from obvious, as it is when FLCGCERD is
sp2lc with an "EY, Tthuﬁoxv" slight in onc way theugh

7
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Ttize difference is, and acc
cr@iﬁfﬁkya change of thxl
syllable could not be a ma

ot
in a

Teria
i heless in this CﬂSu; and ir
stances { have tried te indicat

as I de that
lnstressed
difference,
?ho circusn -

‘.}

Jv—a:ﬁ.i

('.:v

cbserved, (n. 318):

"oy cne thing, after nore than seven years'
15e of ULGCEERS, the respondent is about to obtain
istrarlun of that - rK in Part A of the
2 ut to obtain registration’

[@] }ad

degister I osay Tis abe
beczuse the applicatioun relating to ['UCGCERS has
been advertised and ths tims for opposition, so

I 2m inforuced, has wassed without any opposition
on the vart of the anplicant or anyone clse.
Accordingly, the wmark that the respondent has
actual1y used will shortly have the protection of
the legister, subject of course tc any attack tiat

.

zay bz madv on the validity eof the registration.?

Implicit in that observation is ithet a mark that is ncrely

descriptive is neot ner se wrongfully on the rogister. In oy

view, the

cases indicate that for remceval of a registered maric,

after seven years on the register, it must be shown that the mark

considered,

would caus

raelied so

invortant:

vis~a-vis, the g¢oods te be manufactured under it

e Accertion on the genersl —ublic to a real and sub-

brines me to the Criwoola casc on which Hr. CGeorge

heavily. For comsarative anslysis the facts are

the business of Crlwoola, Limited,
the trade marks, was purchascd by the
11s Comoany, Linited, in whos2 name the
narks now steood. In 1898 J. N. Brock & Co,
Juulcd to register the word 'Osowoolo’ as
a “r ﬂ“ nark in class 38. The applicaticn was
; . by the Leigh Vills Ccmpany on the around
Lﬁe sinilarity of the word to ‘Orlwoocla and
1 licants retaliated bv oving to have the
’P”1WUs1 1) marks struck off LPC roegister. The
11cn1109 for recistration was refused by the
J
!‘

and his refusal was affirmed by Eve J.
was no appeal against that decision.

5

: aotion to rectify was basad uwpon the ground

that the word 'Orlwoola’ *»ad pone of the essentials
nﬂCquﬁTV for a registrable trade wark, lnaSWU(h ns
it wes moerely a misspelling of the words 'all wocl’
‘i o addition of the letter 'a’ and that it oS
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the goods to which it was
were composod wholly of woel,
were not so comnosad, was dacep-

The wnticn was opposed by the Leigh Fills
Comuany, Limited, and s. 2 sub-s. 5 and s. 36

s Trade “arks Act, 1905, were relied on

) wing that these trade marks could not bo

reoved.  Eve J., after referring to the sale

of the tusiness to the resuondents in 1001,
tated the coffect of the evidence as follows:

ihe respondents have cver sincs
continuved to use the trade for goods
s.old in this country, in the colonies,
and abroad. The sales have been con-
Q**@rﬁd and a sum of F£82970 ur there-
‘houts has been expended in advertising
their eoods in conncciion with the mark.
On the evidence I have comis to the con-
clusion that the word has become identi-
fied with the coods of the respoandents,
that is to say, that upersons tc whomn the
name was known reccpnlz d it as identifying
gocds of a common origin. There is no
zvidence that the reqis tyation of the marlk
hes caused any « decention, or given rise to
any confusion, or inflicted any hardshin
upon other traders!.”

On further agweal to the Court of Avpeal (Cezeas-fardy, 1.0

Fletcker Moulton, L.J. and Farwell L..J.) the apveal was zllowad

-

and the decision ¢f Zve J. reversed, (. 142):

It is not unimportant to observe that a
"audatory, epithet, if allowsd to be
vegistered, cannot k¢ vomoved after seven
vears. It may be apvplisd to any poods of

the croprietor, although the character of
such goods may in course of time have changed
for theg worse; and the sanction of a Covern-
nent department ought not to be given to that
iich mlvht thus be calculated to deceive:
see s. i1,

.

-

There is one imuortant‘distinction between
wotrd rarks and other mark The former annoal
+

te the e¢ar as wsll as, and 1ndeed more thﬂn ¢
the ¢ye. The latter awgaezl to the eye unly. it

seems to 10llew that o word, not hweing an

n word, ought nnt to bs put on the rugis-
h1e "nlilxnr is phonetic and resembless in
word which in itz proper supelling could
put on the regisier.”

And further, {(vn. 143-144):

"Orlwoola' was regd s er the old laow
as apnlied to woollen goods, apvplicatina
we s nmade to remeve 11 Trom the register. It
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“was uot conteaded before us that it was
pronarly registered, but it was aroued, and
the learned judse has held, that under s. 36
it caanot be removed, becaise it is a mark
which und»r the Act of 1905 is registrable.

I capnot accede to this argument. It is plaixn
tdu "a1l wool’ could not be registerad, and
:d these words are disclais

aed on the face
tne register. This word is a mark which
21s to the ear far wmove than to the sye,
and for the reasons which I stated in my
<W» general observations I thin) it is obviously not
]

cinctive, There are {1rbwer difficolties in
nz way, because the ma is a;vlled 1o other
-t woollen goods, but I zrefer to base wy
rent on general grounds. I think this
appeal must be allowed.” (Per Cozens-lkardy, ¥.1.)

With due deference to the ewminent ifaster of the Rolls he
hizs aot met head-on the poiut made by Bve J. that there was 1o
evidence of deceyption or likely hardshin on the traders and
basing his judomesnt as he did on 'peneral grounds” left unanswared
the specific question in relation to the probability of daception.
(Mj Fletcher Houlton, L.J. was uors directly in point when he

said, (». 146):

SCs | a word is or 1is not
capeble of becoming dis ctive of the goods of
2 warticular maker is a ausstion of fact, and is
ot determipned by its being or not being des-
rivtive. The law has nsver refused to recos-
nize. that this is tP“ cass, Oor to give »nro-
&
s
v

w

tion to descriptive tvad: marks when once duly
ablished in fact, nthﬂugh (excent in the casc
o o

14 marks) they rcfu' zistration and left

he pwners to obtain orote “ion in another form of
K actiorn. This is now chanage and undesr the pro-
L visions of the wnresent Act Court clearly nas

N’ . . .
pewer to allow descrintive words to be reglstﬂv“d
if 2 case on the nerit° is nroved before it suffi-
ently strong to intuce it to do s50.7

Fe then considered Section 44 of the English Act and in
relation to tha Orlwoola casce and countinued, (g. 150):

"It is in substance a case istration of the
words ‘211 wool' grotesauel spelt as a trads
mevk Ffor textile fabrics. ¥ a trade mark
consists solely of words it v111 be used orally
as woll 28 in wri*iﬂc, and to be proper To con-
— stitute a trade nark such words nuast be suitable,

& | sr spoken or writtsn., Tie misspelline doss
— fect the words when sneken, so that we hevo
to decide whether the words 'all wool' are
» for registratic: rzstect of such zoods.
is t%cre can bre but : answer. If the goods
@iolly made ofwool, words avre the natural

i
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“and almest necessary descrintion of thenm.

I£ they are not wholly wade of wool, it is a

misdescyription which is so certain to deccive

that its use can hardly be otherwise than
raudulent. In either case the words are

uu+(r1v vnfit for resistration as a trade mark.

Farwell, L.J. in his judgaent cleoarly identified the two

reéas of attack unon the registratiocn of the mark. E: held that

r“q

"Olwoola’ to car miant Yall wool” and was clearly doscrivntive
he disagreecd witk the €finding of Bve J. that the evidence of
user was sufficient to give it distinctness. e then considorsd
the question of deception as an additionszl ground for rejection
thus ». (55):

"Again, the registration is for articles made

not only of wool, but of worsted and hair: the

word ‘Crlwoola’ as spoken is calculated to

daceive under s. 11 This is znother reason for
removing the mark.’

in the Orlwoola case, the likely <deception was that un

:!"
¢

mark goods containing little or no wool could be foistud on

the murchasers who would expect them to e made of wool with 211
the advzntsees including warmth and durability, which one would

expect of woollen pgooas., The most imvortant constituent of the
#oods would then bpe wmissing from the oHroduct. The deception in
this cas¢ was manifestly real and substantial.

What exjpectations would "Tang” vazise in the minds of
purchasers of the powdercd preparations for making non-alccholic
buverage. I accept the dictionary méeniang of “"Tang' - ¥a pens-
trating taste or flavour”™ - as an apuronriate meaning in the fooa
aand beverags trade. Hut by what mecasurces one asscsses whethnor
3 taste or flavour is nenetrating? 1 apprehend that the narticulaer
flavour or fizvouring agent, as is customary, would be indicated oun
the warticular Yabel and that in my view is the taste a purchaser

would expect., How stronmg the taste in <the beverage when nized well

undoubtedly s:nd on the proporvtion of powder used. It aay very well

be a case of mixins to taste.

05

-7

Z




Mr. Georse as illustrative of the meaning of "Tang”

referrazd to lermcnade or limeade and tamarind drink as beverzges

with a tang. UVhile acerbity in drink may undoubtedly give 2

tang, there is no good reason to limit the word to hitteraess

<

or acidity in taste. Further he makes the woiat that the
the

generality of ithe description of/goods in the instant casez siould

net clace the srouwrietors of the ma a better position thear

those in cases like the Chef and the Orlwools cases where the
goods are nore suscifically described.
It seems to me that the rz2al point in those cases is that

the descrintion of the goo

IS Ja
L-l

s exnressly indicate that they w

not me=t the descrintion of the mark in some essential ingre-

dient as in the Orlwoola case or sonis iwtortant feature as in the

case,
Chef/ .In such cases the likely decestion to the public is an

inescapable infsrence, Frank disclosure in the application for

recistyation is therofore irrelevant.,

Lo

in my view aeither to the stroller on the strands of the City

nor the farmer in far off Pispah; ncither to the simple, nwor to
the sovhisticated Jamaican, 2 powdered wreparation hearing the
“"Tang' would raisec a hizher exnectation than the particulzsr
flavour indicatae? thereon.

To the ordinary wan this keenly contested litigation maay
seer a proverbizl “storm in a tezcun” and although in 2 wider so

the public welfsre is an essential consitzration in determining

this guestion, it would be unrealistic not to appreciate that

e T

motives of the parties are npot entirely sltruistic. In a kechly

competitive tradc where appnealing device or catchy whrase ney

enhance the ponularity of a sroduct, dgsire to ensure protoec

t

iS¢

o
WA




or otherwise for 2 mark by persons in thas particular trade is
understandable and to be exvected,

In my view, the word “Tang' though descriptive 1s too
indefinite in its nmoaning and the existence of a "tang” in z

it on individual taste that I am constraincd to

[P

drink so depende
hold that thoeve is not that likelihood of real and substantial

deception to the general nublic as would disentitle the mari Lo

nrotection in the Court.

Finally, I am moved to commend both the Registrar and th:
learned trial judgs for their carnest efforts to deal with the
intricate issues and testing questions of law raised before thoem,
We too have beer wut to anxious considsration by arguments
astutely prescsnted and in which the lines of divergence were finesly
drawvn. That I have nreferred the line prescented by Counsel for the
respondent does not in any way affect my appreciation of nor de-
tract from the comnmendable nerformance of Counsel on the other side

For the reasons that I have cssayed to set out above,

I would dismiss the avpeal and affirs the decision of Walker, J.
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CARBERRY J.A.

We get few cases on Trade Marks in Jamaica, and a
full study of many of the cases reported in the United Kingdom
leaves the impression that in this field of law, perhaps more
than any other, there appears to be a high percentage of 'upsets"
and that opinions differ or vary greatly. The reason perhaps is
that it is a highly technical branch c¢f our law, and one of
comparatively recent growth. Some light on its history appears
in the speech of Lord Diplock in the leading case of General

Electric Co., v. The General Electric Co., Lid [1972] 2 All E.R.

507 (H.L.), reported as G.E. Trade Mark [1973] K.P.C. 297. At

page 325 of the latter report, under the caption ""The Common Law

of Trade Marks before 1875 at line 40 et seq. Lord Diplock

remarked:

"The right of property in a trade mark had
special characteristics. One, which it
shared with patents and with copyright,
was that it was a monopoly, that is to
say, it was a right to restrain other
persons from using the mark. But it was
an adjunct of the goodwill of a business
and incapable of separate existence
dissociated from that goodwill. To be
capable of being the subject matter or
property a trade mark had to be distinctive,
that is to say, it had to be recognisable
by a purchaser of goods to which it was
affixed as indicating that they were of
the same origin as other goods which bore
the same mark and whese quality had
engendered goodwill., Property in a trade
mark could therefore only ve acquired by

public use of it as such by the proprietor
and was lost by disuse.’

After commenting on the nature of the remedies then

available, Lord Diplock continued:




After commenting on the origin cf the doctrine of "“honest

concurrent user' Lord Diplock continued (page 327)

Lord Diplock then traced the legislative history of the Trade Mark

Acts, observing that at (page 331)

25.

"A right of property of this character
calls for an accommodaticn between the ;
conflicting interests of the owner of |
the monopcly, cf the general public as
nurcnasers of goods to which the trade
mark is affixed, and of cther traders.
This accommodation had been
substantially worked out by the Court
of Chancery by 1875,

The interest of the general public
requires that they should not be
deceived by the trade mark. It ought
not to tell a lie about the goods. wo ‘

main kinds of deception had been the i
subject of ccnsideraticn. These were
misrepresentation (a) of the character
of the goods tc which the trade mark was
attached, and (b) as to their origin, i.e.
that they were the product of some other !

1

manufacturer."”

“"The requirement that a mark must be
distinctive in order to qualify as
the subject matter of proprietary
rights is ancther instance of the
accommodation between the conflicting
rights of traders. One trader could
nct pre-empt the use of ordinary words
which were descrintive of hls product
so as to prevent thelr use by other
traders as an honest description of
thelr own similar products.”

"With the passing of the Act of 13905
the law ¢f trade marks assumed what
is substantially its modern form. The
basic change effected by the Act was
that registration cf a perscn as
proprietcr of a mark became the scurce
of his title to the exclusive right to
the use of the mark and not mere
evidence of a title acouired at common
law by actual public use of the mark;
but this exclusive right was expressly
made subject to the concurrent rights
of other registered owners of the same
or substantially the same trade mark.
The Act also authorised the “registration
of marks pricr to their actual use, by
introducing a statutory definition of a
trade mark as meaning:
'A mark used c¢r proposed to be used
upcn or in connection with gcods
for the purncse of indicating that
they are the goods of the proprietor
of such trade mark by virtue of
manufacture, selection, certification,
dealing with, or offering for sale.’
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"But it contained express provisions for
remcval of a mark from the register for
NON-USEer ......'

He also noted at page 332:
"After a mark had remained upon the
register for seven years it was no
longer open to any ccurt to hold that
at the time when it was registered it
was not of such a character as to be
a proper subject matter of proprietary
rights, unless its registraticn had been
obtained by fraud. Secticn 41 was thus
a provision which vested substantive
rights in whoever was for the time being
validly registered as proprietor of the
mark......."
and at page 333: "What section 41 did was tco preclude the
removal of a trade mark from the register
after seven years upon any ground of
invalidity, such as lack of distinctive-
ness, which would have applied to the
criginal registration.”
Lord Diplock then turned to the provisicns cf the U.K.
Trade Marks Act, 1938. It is sufficient to point out that the
Jamaican Trade Marks Act, as introduced in December 1958 by Law 32
cf 1957 and amended by Act 11 of 1975, reproduces exactly, with
the omissicn of two sections (38 and 39 dealing with Sheffield and
Manchester marks) the provisions of the U.K. Trade Marks Act, 193§.
Before turning to consideration of cur own Act and the
facts of this case after this preliminary lcok at the Listory of
and some of the leading characteristics of Trade Mark law, I should
add that, as far as I can se¢, the recurring phrase ‘'likely to
deceive or cause confusion' which appears in several sections cf
the Act, has in practice largely dealt with confusion and deception
arising from the similarity of competing marks rather than protecting)|
the public from confusion or deception in relation to the character
of the goods themselves. It should however be remembered that
independently of the Trade Marks Acts, there are the Merchandise
Marks Acts dealing with false trade marks and false trade
descriptions, and that it is those¢ acts which largely protect the
nublic against "misrenresentations as to the character of the gcods

to which the trade mark was attached.'
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Kerr J.A. in his judgment has fully set out the histcry
and facts of the present case, and I thcrefore say no more than is
necessary to make what follows intelligible.

The appellants, Guinness Jamaica Ltd., (hereinafter
called Guinness ) produce a grapc-fruit based drink which they market
under the name “TING". They have done so for some yvears, and they
applicd to register "TING" as a tradce mark under the Act. The
Registrar of Trade Marks (hereinafter called the Registrar) had
some misgivings as to 1ts similarity to another mark previcusly

registered, namely the werd "TANCG', but alleowed the application to

go forward, at which stage the respondents, General Foods Ccrporaticy

an American corporation registered in the state of Delaware,
(hereinafter called General Foods), and which was the premrieter of

the registered trade mark "TANG" opposed the application. “TANG"

had been registered as a trade mark on 2nd November, 1564 in respuct|

tc Class 32 Schedule (iv) in respect of powdercd preparations for

making non-alcoholic beverages. It appears that they have a large

business in the United States and Canada in making powdered mixturcs|

cf lime, grape fruit, orange and grape and other juicec which mixed
with water can be used as breakfast drinks. "TANG" is there used

as a trade mark indicating the origin of the preparations and

presumably the particular fruit juice being oiffered is also

indicated on the container. In contrast, it appears that "TING'" 1is
not tc be used as a brand name, but as the name of Guinness's grape

fruit drink.

w

Faced with this onposition CGuimness replied by meving to

\ N " . . . ‘
expunge the trade mark "TANG"., They made two such applications, whjch

have sc tc speak been consolidated. Shortly put the grounds advanc
for expunging "“TANG" are (1) ncn-user of the trade mark in Jamaica
for a continucus pericd of five years or longer, under section 2& (f}

|

(b) of the Act; (2) that "TANG" should never have been registered,

it is descriptive of the goods, and not distinctive, nor has it

)
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become distinctive in view of its non-user and so is in breach of
section 11 of the Act (section 9 of the U.K. Act of 1938); (3) That
if it be held not descriptive then it is in breachecf section 13 of
the Act (secticn 11 c¢f the U.K. Act) in that it is "likely to !
dececive or cause confusicn'to the public whe expect a drink with a
“"TANG" and many find the flaveur coffered has ncne, but is bland.

The application by Guinness was made under sections 34 and
35 of the Act. (They correspond tc secticns 32 and 33 of the U.Kk.
Act.) They rcad as follows:

“34. (1) Any verson aggrieved by the ncen-
inserticn in or omission from the
Register of any entry, c¢r by any entry
made in the Register withcout sufficient
cause, or by any entry wrongly remain-
ing on the Register, c¢r by any error
or defect in any entry in the Rcgister,
may apply in the prescribed manner to the
Court cr, at the coption of the applicant
and subject t« the provisions cf section
53, to the Registrar, and the Court or
the Registrar, as the case may be, may nake
such order for making, expunging cor
varying the entry as they may think fit.

(2) The Court or the Registrar may in any
proceeding under this section decide any
question that it may be necessary or
expedient tc decide in connection with
the rectification of the Register.

{3) In case of froaud in the registration,
assignment or transmission of a registered
trade mark, the Registrar may himself
apnly to the Ccurt under the provisions cof
this section.

(4) Any crder of the Ccurt rectifying the
Register shall direct that notice of the
rectification shall be served in the
prescribed manner on the Registrar, and
the Registrar shall, on receipt cf the
notice rectify the Register accordingly.

(5) The power to rectify the PRegister
conferred by this section shall include
power to remcve a registration in Part A
of the Register to Part B.

35. On application by any rersen aggrieved to
the Cecurt, or, at tie cption of the applicant
and subject tc the provisions of section 53,
to the Registrar, or on application by the
Registrar tc the Court, the Court cr the
Registrar, as the case may be, may make such
vrder os thev may think fit for expunging or
varying the registraticn of a trade mark con
the ground of any contravention of, or
failure to observe, a2 cenditicn entered on

the Repister in relaticn thereto."
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As to ground (1) of the application, non-user of the

\ \
|
i
mark “TANG" the relevant section is section 22, and set out below ard

those narts ofthe section which were relevant for consideration.

cerresponds to secticn 26 of the U.K. Act).

28 (1) Subject to the preovisions of
section 29, a registered trade
™~ mark may be taken off the Register
(ﬂ) in resmect of any of the goods in
respect of which it is registered
on application by any person
aggrievedto the Court or, at the
option cf the applicant and subject
to the provisicns of section 53, to
the Registrar, on the ground ecither -

(a) that the trade mark was
registered without any bona
fide intention on the mpart of
the applicant for registration
that it should be used in
relation te those gcods by him,

. and that there has in fact been
(:' no bcena fide use of the trade
nark in relation to these goods
by any wroprietor thercof for
the time being up to the date
onc¢ menth before the date of
the application; or

.
R

(b) that up to the date one menth before
the date of the applicaticn a
continucus period of five years
or longer elapsed during which
the trade mark was a registered
trade mark and during which there
was no bona fide use thercof in
relation to thoese goods by any
(:ﬁ proprietor thercof for the time
g being:

Provided that (except where the applicant
has been permitted under subsection (2)
of sccticn 14 to register an identical
or nearly resembling trade mark in respect
of the gcods in question cor where the
Court or the Registrer is of opinion that
he might properly be permitted so to
register such a trade mark) the Court or
the Registrar, as the case may be, may
refuse an applicaticn made under
paragrarh (a) or (b) in relation to any
goods, if it is shown that there has becn,
—. before the relevant date or during the
( ) relevant period, as the case may be, bona
~ fide use of the trade wark by any
pronrietor thercof for the time being in
relation to gcods cof the same description,
being goods in respect of which the trade
mark is registered,

P I A R R R N R S R R R R S S R R R R R R R
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") An applicant shall not be entitled to
rely for the purposes of paragraph
(b) of subsection (1), or for the
purncses of subsection (2), on any non-
use of a trade mark that is shown to
have been dus to special circumstancces
in the trade and not to any intention
not to use or t¢ abandon the trade
mark in relation tc the goods tc which
the application relates.”

(_) As to non-use the evidence showed that the product(s)
"TANG'" had not been marketed in Jamaica since 1971 to date, and
this was not challenged. What was set un by way of defence was
this had been due to “special circumstances in the trade and not
to any intention not to use or to abandon the trade mark'™ within
subsection (3) above. The special circumstances appear to have
been that there were said to have been in the first place
restrictions on the imnort of "TANG" into Jamaica, and that

N

(w/ General Foods had then attempted tc have the product made and

marketed (under licence) in Jamaica by other food manufacturing

companies. This failed because cne went out cf business and its

successor was 1in any event unable to produce a satisfactory productf
This apparently took place between 1972 and 1977, when the last
Jamaican licensce also went into liquidaticn. Unfortunately it
dces not appear what happened after the last attempt tc make the
- vroduct in Jamaica failed in 1977. It is nct clear whether the
original imnort restrictions continued, or whether any further
attemnt was made to have the product imported or not. .
In the.result we have the unhanpy spectacle of a Trade
Mark registered fcr a product which (whatever was the situation
before that) has nct becen marketed in Jamaica since 1971 to date.
On the face of it scme period in the five years and one
month preceding the applications to expunge which were made on
(”j 24th April, 1979 (and criginally on 2nd March 1977) was covered
- by the difficulties experienced in importing the product and
attempting to make it herc. The Registrar however accepted that
the respondent was protected by secticn 28 (3), i.e. that these

were special circumstances in the trade, that satisfactorily
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explaincd non-use. There was no appeal against this part of
the Registrar's decision, and Walker J. c¢xpressed no views on
the matter, nor was it canvassed before us.

The position is however unsatisfactcry‘and I think
that a few comments on the matter are called for. Originally,
as pointed out by Lord Diplcck (supra) trade marks had to earn
their keep so to speak by positive user. Now that they can
attain their status by mere rcgistratiocn as a proposed mark it
is important that the nrovisions dealing with non-user should
be strictly enforced. It is true that mere non-use does not

necessarily point tc abandonment: Mouscn v. Boehm (1884) 26 Ch.

D. 398, It is equally clear that the non-user must be in fact

due to the special circumstances in the trade, and not to special

circumstances which relate conly to the proprietor's business:

Trade Mark of James Crean & Sens Ltd. [1921] 38 R.P.C. 155.

There was at one timc a suggestion that the “'special
circumstances” must cover the whole of the five year period; see

Columbia Gramophoné Co. Ltd's Trade Mark (1%32) 49 R.P.C. 483 and

on appeal under the name Columbia Pictures Corporation's

Application [1932] 49 R.P.C. 621 (C.A.) (follewing James Crean §

Sons (supra) ).

However the modern view since the 1938 Act is that it
is no longer necessary to show that the special circumstances
covercd the whole of the five year period of non-user, but it is
clear that the running of the five year period will recommence
when the specizal circumstances have ceased to operate: See

in re Marshall's Applicaticn (1%43) 60 R.P.C. 147, at 148-149.

Certainly import restrictions have been accepted as

"special circumstances® Akt Manus v. R.J. Fullwecod & Bland Ltd

[1949] Ch. 208; €5 R.P.C. 329; "Daiquiri Rum” Trade Mark (19G6)

R.P.C. 582; and "Bulova" Trade Mark [1967] R.P.C. 229, It 1is

not however clear that unsuccessful attempts tc produce the
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the product locally qualify; are thesc due to circumstances in

the trade? or arc they due to matters perscnal tc the manufacturer?

In any event for how long are these manufacturing difficulties of

the past to continue into the future as an excuse for non-user?
Finally it also may be noted that section 28 confers a

discretion, the mark "‘may" be taken off the register: In

Lever Bros. Port Sunlight Ltd. v. Sunniwhite products Ltd. [1949]

66 R.P.C. 84, the court exercised its discretion in favour of the

Py

\
|

\

|
proprietor of the mark, while in J. Lyons § Cc. Ltd's arplicaticn
[1958] R.P.C. 466; reversed on appeal [1959] R.P.C. 120 (C.A.) the 1
discretion was exercised against the registered proprietor and ‘
in faveour of the applicant sceking removal of the trade mark. The |
case¢ is notable for the full discussion of the discretion by
|

Lord Evershed M.R. See toc Huggars Trade Mark [197C] Fleet Strcet

Reports 310 where the trade mark was struck out, 1

As to Ground 2: that the mark was descriptive and nct [
|
distinctive. Section II of the Act (which corresponds to secticn 9}

i

of the U.K. Act) set out the requirements of a Trade Mark to |
establish registrability in Part A c¢f the Register. It reads as 1
follows: ]

"11. (1) In order for a trade mark (other
than a certification trade mark) to
be registrable in Part A of the Register,
it must contain or consist of at least
one of the following essential particulars-

(2) the name of a company, individual,
cor firm, revresented in a special
or particular manner;

(b) the signature of the applicant for
registraticn or scme predecessor in
his business:

(c) an invented word or invented words;

reference to the character or quality
of the goods, and not being
according to its crdinary signification

|
(d) a word or words having nc direct |
a geographical name or a surname;
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(e) any cother distinctive mark, but
a name, signature, or wcrd or
words, other than such as fall
within the descripticns in
paragraphs (a), (b), (c) and (d),
shall not be repistrable under
the provisions of this paragrarh
except upcn evidence of its
distinctiveness.

(2) For the purposes of this section
"distinctive' means adapted, in relaticn
to the goods in respect of which a trade
mark is registered or proposed to be
registered, tc distinguish goods with which
the propricter of the trade mark is or may
be connected in the course of trade from
gocds in the case of which no such
connecticn subsists, either generally or,
where the trade mark is registered or
proposed to be registered subject to
limitations, in relaticn to use within the
extent of the registration.

(3) In determining whether a trade mark is
adapted to distinguish as aforesaid the
Registrar may have regard to the extent tc
which -

(a) the trade nark is inherently adapted
to distinguish as aforesaid; and

(b) by reason of the use of the trade mark
or of any cther circumstances, the
trade mark is in fact adapted to dis-
tinguish as aforesaid.”

Section 12 deals with registrability in Part B of the

It does not apply here as we are dealing with a trade

mark registered in Part A,
It is convenient to mention at this juncture two other
sections. Section 13 contains an overall prchibition against
the registration of trade marks the use of which would be'likely
to deceive or cause confusicn” or otherwise to be disentitled to
protection in a court of justice. It is set ocut in full below.
Section 14 prohibits the registration of a trade mark identical

with one already recgistered, or so closely resembling it as to be

)

"likely to deceive or cause confusicn.' It contains however an
exemrtion or reservation covering the case o¢f honest concurrent
user. The twe sections correspond to secticons 11 and 12 of the

U.K. Act. Pinally it is ccnvenient to mention two '"follow up"
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sections which deal with the ceffect of registration: Section 46
provides that registration of & trade mark is to be prima facic
evidence of the validity of the original registration; this
throws the onus of proving invalidity or non-registrability on
those who attack the mark already registered. It corresponds tc
section 46 of the U.K. Act. Section 15 carries the effect of
registration still further: it provides. that after seven years
on Part A of the register the trade mark shall be taken tc be
valid in all respects, unless it offends secticrn 13 or was
obtained by fraud. It would, however, be still vulnerable for
non-use under section 28, This section corresronded to section
41 of the U.K. Act of 1905, and secticn 13 of the U.K. Act of
1938.
Section 13 reads as follows:
13, It shall nct be lawful to register as a
trade mark or part of a trade mark any
matter the use of which would by reascn of
its being likely to deceive or cause confusicon
or otherwise, be disentitled to protection in
a court of justice, or would be contrary to
law or morality, or any scandalous design.
Section 15 reads as fcllows:
15, (1) In alllepal proceedings relating to a
trade mark registered in Part A of the Register
(including aprlications under section 34) the
original registration in Part A of the Pegister
cf the trade mark shall, after the expiration
cf seven years from the date of that registration,

be taken to be valid in all respects, unless -

{a) that registration was obtained by fraud;
or

(b) the trade mnark offends against the
provisions of secticn 13.

(2) Nothing in subsection (1) of secticn 7 shall be
construed as making awplicable to a trade mark, as being
a trade mark registered in Part B c¢f the Register,
the foregoing previsions cf this section relating
to a trade mark registered in Part A of the
Register.
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Arguing for the appellant, Guinness, who sought to
attack the registration of "TANG", Mr. George scught to establish
what would in chess be called a "fork attack' by the Knight. He
argued that "TANG'" was disgualified from registration because it
was a word which had a direct reference to the character cor
quality cof the gcods within secticn 11 (1) (d) i.e. to the taste
of the product, and that it did not qualify under 11 (1) (e) "any
other distinctive mark,” because it was nct “adapted to
distinguish the goods” and due to its never having been used in
Jamaica for so long a period (if it ever was used) no regard cculd
be paid to actual user, granted that actual user may sometimes be

such as to show that a word originally descriptive of the goods

trade mark user: see for example Reddaway & Co v. Banham § Co.

\
has acquired a secondary meaning as referring to the goods of the
[1866] A.C. 199 (H.L.) and the remarks of Lord Herschell at page
212-213 ("camel hair belting” found to have beccme distinctive of

the Plaintiff's goods).

Alternatively, argued Mr. George, if the word was not ong
that referred directly to the character or quality of the goods,
then it shculd be struck cut under section 13 as ""likely tc
deceive or cause confusion,” because the word would suggest a
"penetrating taste' while the mark might be applied to some powder
rroducing a bland or non penetrating taste, e.g. a product like

icing sugar. It is to be cbserved that in his choice of examples
Mr. George tended to equate '"TANGY with acidic drinks, though it 1s
possible to have a penetrating taste which is neot acid, e.g.
liguorice, or pepmer-mint.

It is not I think necessary tc review all the cases

cited on the first 1limb of this proposition. Mr. Henriques for
the respondent though not conceding the first limb of the argument

|
|
\
|
|
\
|
\
was content to rely on the immunity afforded by section 15 to marks
that had bcen on Part A of the register for over seven years
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In support he referred to the remarks in the sweech of

Lord Diplock in the G.E. Trade mark case at page 332 and 333, and

which were referred to earlier. In addition it is useful to

refer to the case of Imperial Tcbacco Co. v. de Pasquali [19128]

35 R.P.C. 185 (C.A.). 1In that case Imperial Tobaccc Co. were the
owners (by succession) of two trade marks in respect of cigarettes,
"Regimental Cigarettes"” and "Regimental."” The marks had been on
the register since 1885 and 1908. Imperial sought to restrain
dePasquali from marketing cigarettes under the name "Pascuali's’
The Regiment” claiming that this amounted to '"passing off' or at
any rate to infringement of the Trade Marks. Both the passing

of f ?K%rade Mark infringement actions failed. de Pasquali for
his part, like Guimness 1in the mresent case, countered by moving
to delete the twe trademarks, claiming that they should never
have been registered, as they were unregistrable as being
descriptive, referring directly to the goods, and nct distinctive
or adapted to distinguish the cigarettes in question. Astbury J
ordered the two marks to be expunged. On appeal, Swinfen Eady
M.R., though noting the validity of the attack on the two marks,
pointed out the protection given by section 41 of the U.K. Act
(which ccrresponds to our own section 15), which had the effect of
protecting the marks which had been on the register for cver
seven years, unless it could be said that they also offended
section 11 (which corresponds to our section 13). Construing the
two sections topether, he concluded that a mark did not coffend
secticn 11 merely because it did not at the time of criginal
registration contain one cr more of the essential particulars
required for registrability. Scctien 11 was directed at scme-
thing more than merely lack of cne of the statutory essential

narticulars. He put the matter thus:
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"“"although, if the facts had been known,
it might well be it was a mark that
ought not to have been registered, still,
having once been registered, it does
not come within the precvisions cf
secticn 11 as being disentitled to
protection in a court of justice. ......

The contenticn put forward that every
mark nct preperly registered -- that is
te say, every mark to the registration
of which there was originally a valid
objecticn - is disentitled to protecticn
in a court of justice, within the meaning
of section 11, cannct be maintained."”
The judgments in the case discuss the relationship
between the U.K. sections 9 and 11 (Jamaica Sections 11 and 13
above) and suggest that the latter is aiming at a mark which hes
scme defect or vice other than merely failing to qualify under
section 9, It was intended to subject trade marks which do
comply with the requirements of section 9, tc additieonal
requirements in respect of legality.
It is clear then tha secticn 15 of cur act conferred
after 7 years an immunity cn the mark “TANG" which cculd be
expunged only if it was in breach of section 13, as being "Likcly

to deceive or causc confusicon.® This brings us to the alternative

argument of Mr. George and the third grcund on which the attack

on "TANG" was base¢d, viz that it was likely to deceive or cause

confusion.

In construing section 13 which was set out above, it is
useful to keer in mind the nrovisions of section 14, which are
set out below:

"14. (1) Subject tc the provisicans of
subsection (2), n¢ trade mark shaill
be registered in respect of any
gocds cr description of goods that
is identical with a trade mark belong-
ing to a different proprietcr and
already on the Register in respect
of the same goods or description of
geeds, or that so nearly resembles
such a trade mark as tc be likely
to deceive or cause confuSjion.
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"(2) In case c¢f honest concurrent use,
or ¢f cther special circumstances
which in the opinion of the Ceurt or
the Registrar make it prowver so to do,
the Court or the Registrar may permit
the registration of trade marks that
are identical c¢f nearly resemble each
other in respect cf the some goods or
descrirtion of goouds by mere than one
proprietor subject to such conditieons
and limitaticns, if any, as the Court
or the Registrar, as the case may be,
may think it right to impcse.

(3) Where separate applications are made
by different persons tc be registered as
nreprietors respectively of trade marks
that are identical or nearly resemble
each cther, in resmpect of the same goods
cr description of gocds, the Registrar
may refuse t¢ register any of them until
their rights have been determined by the
Court, or have been settled by agreement
in a manner apprcved by him or, on an
appeal; by the Court.

It will be ncoticed that both secticn 13 and 14 use the
phrase '"likely tc deceive or causc confusion" but that section
14 uses it specifically with r2gard to the similarity between
trade marks, while section 13 is general in applicaticen. This

led Viscount Maugham in Aristcc Ltd. v. Rysta Ltd [1945] A.C.

68; 62 R.P.C. 65 to form the view that the two sections
(section 11 and 12 in the U.K. Act of 1938) were Jdealing with
different situations; he said at pnage 85 that:

"There is nothing in section 11 to
show that the legislature is there
dealing with competing marks. It
has been regarded (like s. 11 of
the Act of 1905) as a general
nrovision which is to be contrasted
with the present s. 12. The latter
section is concerned with the
competition of the prcposed mark
with some trade mark belonging to
a different proprietor already cn
the repister in respect of the same
pocds cr description of poods , and
with the likelihocd of deception or
confusicn betwcen the two marks.”
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Viscount Maugham went on to cite Lord Russell of

Killowen in Bass, Ratcliffe § CGretton v. Nicholson § Sons Ltd

[1932]1 A.C. 130 at 152 as saying of section 11:

"It is tc be cbserved that the likeli-

hcod of deception which is contemplated

by s. 11 need not necessarily flcw

frcm any resemblance between the

matter preposed to be registered and

other matter cr ancther mark. It

might flew from something contained

in the matter proposed to be resistered. ...

(and he added)

-

‘In short s. 11 (so far as relevant)

is a prohibiticn in general terms of
the registration of matter the use¢ of
which weculd not be protected in a court
of justice.”

Despite this obse¢rvation by Viscount Maugham, the
general view as set out in Texts such as Kerly's Law of Trade
marks, 10th Edition (1972) »aragraph 10 - 26 et seq. is that the
two sections overlap. It is cbserved further '"this section is
directed tc scme positive objection to registration and not to mere lack of

qualification. It centemplates some illegality or other
disentitlement inherent in the mark itself." It is also cbserved
that this secticn exists not merely for the benefit of the traders,
but for the benefit of the public at large.

It is this assect of the section that 1s being invcked
by Mr. George, and it should be noted that this is being done not
at the stage of applying for registration but in a case in which
it 1s being invoked tc¢ remove from the register a mark that has
been there unchallenged for nearly 20 years.

As I said earlier there are remarkably few cases in
which secticn 13 (U.K. section 11) has been invoked for the
purpose of protecting tle public against confusion and decepticn
other than that arising from competition between trade marks that
are said to too closely resemblc one another and to be competing
in goods belonging to the same field or descripticn., I review

briefly those which have been drawn to cur atteation.
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Aristoc Ltd v. Rysta Ltd already referred to was one

such case. There it was proposed to register as a trade mark a
mark hithertc used to indicate that stockings had been repaired
by the applicant., It appeared that the applicant proposed tc
enlarge his activities by also entering the fieléd of
manufacturing stockings, and it was held (a) that a repairer’'s
mark was not registrable as a trade mark, (b) that the mark too
closely resembled that of his opponent, and (c) that a situation
which saw registered as a manufacturer's mark one that had
hithertoc been used to indicate repair only woculd be confusing
and deceptive tc the public: they would not know whether
stockings bearing such a mark were second-hand i.e. repaired, c¢r
new. It was in connection with (¢) that Viscount Maupham
discussed the ambit of section 11 (our section 13) and his views
appear at page 87 and 88 of the report in the Appeal Cases. See
toc Lord Macmillan at rage 99 and Lord Simmonds at page 107. The
case however turned on (a) above, rather than the questicn of
confusion or deception of the public. It confirmed that the
Registrar had a discretion in registering cr refusing tco
register trade marks, and that that discretion had been properly
exercised in refusing registration here.

Re Hack's application [1940] 58 R.P.C. 91 saw an applican

seeking to register "Black magic’ in respect of laxatives. It was
opposed by the pronrietors of "Black magic” in respect of chocolates
who complained that the proposed registratiocon was in breach of

both sections 11 and 12, in that it would cause¢ confusion in the
minds of the public between the opponent's chocolates and the
proposed laxatives; Morton J. on appeal frcem the Registrar,

unheld the objection sece page 101, and again at 106, and refused

registration.
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Re FEdwards'® Trade Mark application [1945] R.P.C. 18

saw an applicant seeking to register the trade mark ""Jardex' in
respect of disinfectants; it was cppoesed by the proprietors of
the mark "Jardex" registered in respect of meat oxtract used in
nursing homes for invalids and elderly people. The goods were
in quite different categories, and under ncormal cenditions the
risk of confusion slight. Nevertheless both categories or
tyres of goods might well be stored in the same store room cf

institutiocns caring for the ill or the elderly and the possibility

could not be ignored, and the Registrar exercised his discretion
to refuse the application. The reference to section 11 appears
in the Registrar's judgment at page 21 et scq.

The Chef Trade Mark [1879] R.P.C. 143 saw an applicant

seeking to register '"The Chef' and a device consisting largely of

|
|
\
|
|
\
|
|
\
|
\
|
of serious consequences arising through mistakes or negligence
\
|
|
g
a Chef's hat as a Trade Mark, in respect of printed matter. The
Registrar refused registration ¢n the ground that in so far as its
use would relate to coock becoks and the like, the mark was one
having direct reference to the character or cuality of the goods, \
and that in so far as it did not, it was likely to confuse the
?ublic who would expect matter related tc ccoking or to chefs.

These were cases of applications to register involving
refusal based on the possibility of confusicn cr deception of the
public, separate and apart from confusion arising out of
competing trade marks. In these case the cnus lay on the
applicant for registration tc disprcve the likelihcod of confusion
or deception of the public.

There are other cases in which section 11 has been
invoked in respect of the likelihood of concusion and deception
arising cut of similarity of trade marks, registered and
propused. These do not seem to me tc be of assistance where what

|
\
\
\
|
\
\
|
|
|
|
|
|
|
|
|
is at issue is confusion or deception of the public simpliciter, ’
\
but I mention them to show that they have in fact been considerecd:
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S5ee GoRay Ltd v. Gilray Skirts Ltd [1952] 69 R.P.C. 99 and 199

(C.A.); Baume § Co. Ltd v. A.H. Moore Ltd [1958} Ch. 137 & 907;

[1957] 3 All E.R. 416; [1958] 2 All L.R.113 (C.A.) Parker - Knoll
Ltd. v. Knoll Internationa2l Ltd. (1961) R.P.C. 31; 346 (C.A.)

[1962] R.P.C. 265 (H.L.); Berlei (U.K.) Ltd v. Bali Brassiere Co.

[1969] 2 A1l E.R., 812; [1969] R.P.C. 472 (H.L.) General Zlectric

Co. v. The General Electric Cc. Ltd. [1972] 2 All E.R. 507; [1973]

R.P.C. 297 (H.L.) (referred to earlier for the gencral remarks of
Lord Diﬁlock with relation to the history c¢f Trade mark law.)

See alsc Enc v. Dunn [1890] 15 App. Cas. 252: application to register

"fruit salts’ as 2 trade mark for baking powder, successfully
opposed by pronmrietor c¢f that mark for laxatives: a case
illustrating the uncertainties ¢f trade mark law. Kay J dismissed
the arvplication to register, Lindley, Fry and Cctton LJJ unanimcusly
crdered registration; the House of Lords by 3 to 2, overruled the
Court of Ampeal and upheld Kay J's refusal of registration.

Finally I mention a case greatly relied cn by Mr. Gecrge,

namely Re¢ H.N. Brock § Co. Ltd [1910] Ch. 118 & 130 (C.A.). This

was an application to remove from the register the trade mark
"Orlwocla” registered in respect of clething or textile fabrics

on the grounds that the marks were descriptive (i.e. constituted

a direct reference to the character and quality of the gocds), and
were alsc deceptive in so far as they referred teo goods not made
of wool. The applicatiocn succeeded. It was plain that "all wool™
was not registrable, and so too was a misspelling of it: it was
obviously not distinctive. Twc of their Lordships also accepted
the arpument that in so far as it was applied to textiles not

made of wool it was decentive sce Fletcher Moulton LJ at p. 150
and Farwell LJ at p. 155. Cozens Hardy M.R. left the point oren:

see p. 144,
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In response to the argument on section 13 and the
suggestion that ""TANG" was likely to cause confusion and deceive
the nublic Mr. Henriques drew attention to the effect cof secticn
46 (Registration to be prima facie evidence of validity) and of
section 15, (the immunity 2fforded by seven years registration).
He submitted, and correctly, that these sections place the onus
on the apwlicant seeking to expunge the mark to show the
tikelihood of confusion or deceptiocn te the public. This is not
an application tc register, where there is an onus on the
aprlicant to show that registration cf his mark will nct cause
confusicn or deception. Anrnd as to the weight of the evidence
reouired to establish confusion or deception he submitted that
there nust be a2 real and tangible danger of ccnfusicn or
deception caused by the use of the mark. In my view this
submission is alsc well founded. There was no evidence of
confusion or deception offered, but it is true that none was
availeble having regard to the fact that the goods and the mark
have not been on the Jamaican market since 1971,

The auestion of whether there is a likelihocod of
confusicn or deception within section 11 was discussed at some

length by Lord Dinlock in General Electric Co. v. The General

Electric Co. Ltd at rages 320 - 322. He described it as a

hypothetical question which first arises on an original
application for registration, and may arise later on an applica-
tion to expunge the registered mark. He described it as a "jury
question' to be now decided by the Judge (there being no juries
in these cases now). He noted:

“That in issues cof this kind judges are
entitled to give effect to their own
opinions as toc the likelihood of
deception or confusion and, in decing

, sc, are not confined to the evidence
of witnesses called at the trial is
well cstablished by decisions of this
House itself.”
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In the case before us Walker J. accented the submission

of Mr. Henriques that the Registrar having decided that the mark
referred directly to the nature and quality of the goeds, failed
te take into effect the immunity given by secticn 15 in respect of
the mark having been on the register for over seven years, and
went on to find it in breach of section 13 without ever having
ccnsidered that as a separate issue. The Registrar's findings
are to be focund at pages 62-63 of the Record, and the final
sentence expressed the finding thus:

"The mark is descriptive without being

distinctive, or ctherwise offends

against section 13 of the Act.”

In my opinicn Walker J. cerrectly rejected the Registrar'f
finding on ground 2 that the mark was descriptive withcut being
distinctive, in view of the immunity granted by section 15. He
went on to answer the "jury question” as to the likelihood of
ccnfusion or decepticon unfavcurably tc the appellant. In that too
I think that he was correct. Secticn 52 confers on the Court the
same discreticnary »nowers enjoyed criginally by the Registrar. 1
do not think that I would myself have put the matter as he
did when he sugpgested that the test of whether or not the "TANG™
rroduct has a penetrating taste is a subjective cne. It is however
a "jury question" for the judge as to whether there is a likeli-
hood of confusion cor deception.

In re Otto Seligman's application [1953] 71 R.P.C. 52

Lloyd Jacobs J. said at p., 56 (dealing with secticn 11):

"I do not necessarily accept the view

that the inclusicn in the trade mark

of some indirect reference to a

quality must necessarily exclude
registration, by reascn of the
rossibility that the user c¢f the trade
mark will apply it to goods which

have not that characteristic. That is

a matter which must depend upcn the facts
of each casc."
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I have read the judgment of Kery, P. (Ag.) and
Carberry, J.A. I zgree with their conclusion and therefore

I agree that the avpeal should be dismissed.

KERR, P. (ACG.):

Appeal dismissed. Judgment in Court below affirmed

with cost to the respondent to be taxed if not aegreed.




Section 35

of the U.K. Act).

preceding sections, 51 and 52,

29,
of the Act refers to sec
Alsc set out below are the

(which corresp

and 52 of the U.K. Act) which deal with the c

review the Registrar's decision, and provides

the Court, the Court shall have and exercisc

read thus:

/&\\;

"51.

52.

pewers that the Act confers on the Registrar.

The Ccurt in dealing with o
of the rectification of the
(including all applications
provisions of section 34) s
nower te review any decisic

4

tion 53 (section 54
immediately

ond teo sections b1

ourt's power to
that on appeals to
the same discretionary

The three sections

ny questicn
Register
under the

hall have

n of the

Registrar relating to the entry in

question c¢r the correction
made.

scught to be

In any avnpcal from a decision of the
Registrar to the Court under this Act,

the Court shnall have and eX
same discreticnary powers a
Act are conferred upon the

Where under any of the fore
nrovisions of this Act an 2

ercisec the
s under this
Registrar.

going
pplicant has

an option tc make an application either’
te the Court or tc the Registrar -

(a) if ar acticn concerning

the trade

mark in questicn is pending, the
application must be made to the

Court;
(b) if in zny cther case th
is made to the Registry
any stage of the procee
the applicationto the (
may, after hearing the
determine the questiocn

subject tc apmeal to the

The application by Q(uigness to expur

1¢ applicaticn
r, he may, at
dings, refer
.curt, or he
parties,
between them,
Court.”

ige the trade mark

"TANG" was made in the first place tc the Registrar, as provided

above.

That hearing

commenced on the 7th January, 1981, continued

on the 8th and Sth January, and 10th and 11tk Jy

decision of the Registrar was given on the 1&th

ine, and the written

June, 1981,




0

i
(¢

This dictum has been cited and accep?
Text Books dealing with the subject; for exampl

Editicn Volume 38, wage 521 paragraph £64 obse:

“"A mark having an indirect reference to a
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Kerly Law of Trade Marks, 10th Editig
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